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DETAILED ACTION 
Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains tine following inventions or groups of inventions, which 
are not so linked as to form a single general inventive concept under PCI Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim(s) 22-34, drawn to a polymerizable composition comprising a compound 
(A) denoted by Formula (1) and a compound (B) denoted by Formula (2); 

Group II, claim(s) 35-37, 40 and 45, drawn to a process for preparing an optical 
member; 

Group III, claim(s) 38, 39, 41 and 46, drawn to a process for preparing an optical 
member; 

Group IV, claim(s) 42-44 and 47, drawn to a optical member comprising a region having 
a distributed refractive index, which is essentially formed of a polymer having a 
molecular weight from 10,000 to 1 ,000,000. 

The inventions listed as Groups l-IV do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 

corresponding special technical features for the following reasons: the special technical 
feature of Group I claims is the claimed polymerizable composition comprising a 
compound (A) denoted by Formula (1) and a compound (B) denoted by Formula (2), 
and this feature is not present in Groups ll-IV. The special technical feature of Groups II 
and III claims is the process for preparing an optical member, and this feature is not 
present in Groups I and IV. The special technical feature of Group IV claims is the 
optical member comprising a region having a distributed refractive index, which is 
essentially formed of a polymer having a molecular weight from 10,000 to 1,000,000, 
and this feature is not present in Groups l-lll. Therefore unity of invention is lacking. 

2. A telephone call was made to Mr. Brett S. Sylvester on July 2, 2008, to request 
an oral election to the above restriction requirement, and Applicant's election without 
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traverse of Group IV, claims 42-44 and 47 in the oral reply made by phone on July 2, 
2008 is acknowledged. 

3. Claims 22-41 , 45 and 46 have been withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected inventions, there being no 
allowable generic or linking claim. Election was made without traverse in the oral reply 
made by phone on July 2, 2008. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

5. Claims 42-44 and 47 are active. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

6. Claims 42-44 and 47 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamamoto et al. (JP 63-1 80907) in view of Kaino et al. (U. S. Patent 4,381 ,269). 

With regard to the limitations of claims 42-44 and 47, Yamamoto discloses that: 
an optical fiber is constituted of a plastic material comprising a raw material having 
good transparency as the core component and ester moiety consisting primarily of 
polymer constituted of methacrylic ester having >6C cycloaliphatic hydrocarbon group 
and having by >0.01 smaller refractive index than the refractive index of the material or 
the core component. Particularly, when a mixture of methacrylic esters comprising 
fluorinated a\ky\ methacrylate, methyl methacrylate, and cycloaliphatic 
hydrocarbon group in the ester moiety in an appropriate proportion, particularly in the 
proportion for constituting azeotropic polymer, are copolymerized in accordance with the 
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proportion of tlie constituting monomers to prepare the polymer and the polymer is used 
for the shell material, superior transparency of optical fiber is maintained and the 
flexibility, workability, and the heat resistance are improved. 

It allows to improve the flexibility, workability, and heat resistance, etc. of optical 
fiber by constituting a shell component of the optical fiber of a polymer consisting 
primarily of a specified methacrylic ester in the ester moiety and having a specified 
refractive index (abstract). 

Furthermore, Yamamoto discloses that the optical fibers with good transparence 
and heat resistance are prepared from C>6 alicyclic hydrocarbon methacrylate resin 
exteriors having refractive index (Ri) >0.01 lower than Ri of the interior resins. Thus, 
exterior can be considered as the claimed optical member as per claim 42, and the 
optical fiber, which contains core and shell parts can be considered as the claimed 
optical member as per claim 43 

With regard to the limitations of claim 42, Yamamoto does not disclose that the 
optical member has a molecular weight from 10,000 to 1,000,000. 

Kaino discloses that it is preferable that molecular weight of the copolymer is 
within a range of 20,000-100,000 in weight-average molecular weight, which is within 
the claimed range (col. 11, lines 12-15). 

Both references are analogous art because they are from the same field of 
endeavor concerning new optical members. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to adjust weight-average molecular weight in the 
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claimed range as taught by Kaino in Yamamoto's core component for optical members 
because 11 the molecular weight is 100,000 or more, a low viscosity sufficient for being 
capable of coating cannot be obtained in the case where the copolymer is applied on 
the core fiber by means of the coating method, whilst if the molecular weight is 20,000 
or less, a suitable strength for the cladding material cannot be obtained (US'269, col. 
16, lines 18-24), and thus to arrive at the subject matter of instant claim 42 and 
dependent claims 43, 44 and 47. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 



/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



